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Dear Sir 

Appellant herewith respectfully presents u Brief on Appeal as follows: 
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i. real party in interest 

The real party in interest is Konmklijke Philip* Electronics N.V., a corporation of 
The Netherlands having an office and u place of business at Grocnewoudsewtg 1, 
Emdhoven, Netherlands 5621 BA, iConinklijke Philips Electronic N.V. is the ultimate 
parent of the assignee of record Philips Electronic* North America Corporation, a 
Delaware corporation having an office and a place of business at 1251 Avenue of the 
Americas, New York, NY 1002U-1 104. Philips Electronics North America Corporation 
intends to further assign this application to Koninklijke Philips Electronics N.V 
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2 RELATED APPEALS AND INTERf ERFNCES 

Appellant and ihe undersigned attorney are not aware of any other appeals or 
interferences which will directly affect or be directly affected by or having a bearing on 
the Board's decision in the pending appeal 
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3 STATUS OF CLAIMS 

Claims 1-16 are currently pending in the present application, and arc the claims 
onuppcal. See . Claims Appendix. 
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4. STATUS OF AMENDMKNTS 

Appellant filed an final request for reconsideration under 37 C.F.R. §1.1 16 in 
response to a Final Office Action dated March 30, 2004. 
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5. SUMMARY OF THE INVENTION 

As illustrated in FIG. I, a base station 100 of the present application employs a 
microcontroller 102, a transceiver 104, a power controller 107 and an antenna 105. A 
secondary station 1 10 of the present application employs a microcontroller I 12, a 
transceiver 1 14, a power controller 1 17 and an antenna 1 16. Sec, US. Pmtnt Application 
Senal No. 09/735 J 51 at page 4, line 8-18. For purposes of this Appeal Brief, 
microcontroller 102, transceiver 104 and antenna 106 constitute a base signaling means 
of base station 100, and power controller 107, transceiver 104 and antenna 106 constitute 
a base power means of base station 100. Similarly, microcontroller 1 12, transceiver 1 14 
and antenna 1 16 constitute a secondary signaling moans of each secondary station 1 10, 
and power controller 1017, transceiver 1 14 and antenna 1 16 constitute a secondary power 
means of each secondary station 1 10. 

A random access packet channel allocation method as illustrated in FIG 5 will 
now be described herein in the context of an interaction between a base station 100 and a 
secondary station 1 10. Please note that the base signaling means of base station 100 and 
the secondary signaling means of secondary station 1 10 are the structure for performing 
the functions of the various 35 U.S.C. §112, 1|6 limitations recited m claims 1-10. 

During a step 504, the base signaling means of base station 100 transmits a packet 
channel availability message AV 402 (FIG. 4), which is received by the secondary 
signaling means of secondary station 1 00. See, U.S Putent Application Serial No 
09/755, 15 i at page 7, lines 14-27. 
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During a step 506, the secondary signaling means of secondary station 100 
determines whether ro repeat step 504 or to proceed ro steps 50S-514 based on the 
available channel{s) and bii rate(s) mdicated by AV message 402. Sec, U.S. Patent 
Application Serial No 09/735. 151 at page 7, line 28 to page 8, line 2. 

Upon a determination to proceed to steps 508-5 14, the secondary signaling means 
and the secondary power means of secondary station 1 10 transmits a signature encoded 
access preamble (P) 202 (FIG. 4) at increasing power levels until such time the secondary 
signaling means receives an acknowledgment (A) 200 (FIG. 4) or a negative 
acknowledgment (A) 206 from base station 100 See, U.S. Patent Application Serial No 
09/735. 151 at page 8, lines 3-2 1 . 

For embodiments where several physical channels are mapped to signature 
encoded access preamble 202, the base signaling means of base station 100 can include a 
channel allocation message, in part or in whole, in a positive acknowledgement 206 See, 
U. $ Patent Application Serial No 09/735. 151 at page 7, lines 3-8; and page 10, line 12 
to page l J, line 2U. 

Assuming acknowledgment 206 was positive, during a step 516, the secondary 
signaling means of secondary station 1 10 transmits a signature encoded contention access 
preamble (P) 208 (FlG. 4) and during a step 518, awaits a contention acknowledgement 
(Ca) 210 (FIG. 4) from the base signaling means of base station 10O. See, U.S. Patent 
Application Serial No, 09/735. 151 at page 8, line 22 to page 9, line 2. 
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For embodiments where several physical channels urc mapped to signature 
encoded contention access preamble 208, the base signaling means of base station 1U0 
can include a channel allocation message, in part or in whole, m contention 
acknowledgement 210 and/or in a transmission of a channel code by the base signaling 
means of base station 100. See . US. faivnt Application Serial No. 09/735. 151 at page 7, 
lines 3-8; and page 10, line 12 to page 1 1, line 20. 

Upon receiving contention acknowledgment 210, the signaling means of the 
secondary station 1 10 will begin to transmit a data packet during a step 520 in accordance 
with the received channel allocation message. See . U.S. Patent Application Serial No. 
09/735,151 at page 9, lines 3-10 

Thus, at one extreme, one channel allocation message is transmitted by the base 
signaling means of base station 100 to the secondary signaling means uf secondary 
station 1 10 either ( 1 ) as a complete message with acknowledgement 204, (2) as a 
complete message with contention acknowledgment 2 10, (3) as a complete message with 
the channel code, or (4) as a divided message among two or more of acknowledgement 
204, contention acknowledgment 210 and/or the channel code. 

At the other extreme, a channel allocation message is sent by the base signaling 
means of base station 100 to the secondary signaling means of secondary station 1 10 m 
its entirety during each of acknowledgement 204, contention acknowledgment 210 and 
the channel code for at total of three (3) transmissions. 
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6. GROUNDS OF REJECTION TO BE REVIhWEP ON APPEAL 

Claims 1-7, 9, and i 1-15 srund finally rejected under 35 U S.C. § 103(a) *> being 

unpatentable over U.S. Patent No. 6,1 1 1,869 u> Exmailiudeh et al. in view of U.S. 1'awni 

No. 6,389,056 to Kanrerakh el al 

Claims 8, 10 and 16 stand finally rejected under 35 U.S.C. § 1 03(a) as bem» 

unpatentable over U S. Parent No. 6,1 1 1,869 to Evnciikudeh et al. in view of U S. Paienr 

No 6,389,056 to Kantertikis et ul. and in further view of U.S. Patent No. 6,643,275 to 

Cusrafsson et al 
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7 ARGUMENT 

Esmailzudtrh . Generally, Esmailzudch teaches away from any xype of contention 
resolution alcrr signal and response being communicated between a secondary station 
(e.g., secondary stations 1 IU-1 12 shown in FIG. 1) and a primary station (e.g., base 
station IU0 shown in FIG. 1 ) by devising a collision-free technique that omits a 
contention resolution phase after each transmission of u data transmission schedule by 
the primary station is received by the secondary station(s). This contention resolution 
free technique of EsmuilzuUeh relies on data transmission schedules based on prthogoual 
codes 

Specifically. EsmailzmUh teaches A] method of mobile communication 
includes determining schedules for transmitting and receiving data, and transmitting and 
receiving data between a base station and a plurality of mobile terminals according to the 
schedules. Particular orthogonal codes are transmitted from mobile stations to the base 
station as alert signals indicating the presence of data to be transmitted. The base station 
checks whether particular orthogonal codes are contained in the alert signals transmitted 
from the mobile terminals to the base station. When the particular orthogonal codes are 
detected in the alert signals transmitted from the mobile stations to the base station, data 
representing the detected orthogonal codes and the schedules for transmitting the data 
from the mobile terminals to the base station are transmitted from the base station to the 
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mobile terminals as an alcrr response in response to the alert Signals. When the data 
representing rhe onhogona] codes used for the alert signals transmitted from the mobile 
terminals ro rhe base station are contained m rhe alert response transmitted from the base 
nation to The mobile terminals, the data transmission schedules in the alert response arc 
read out at the mobile terminals and the data are transmuted from the mobile terminals u> 
the base station according the schedules that are read out. 

When the data are to be transmitted and received between die base station and the 
mobile terminals according to die above-mentioned mobile communication method, 
mobile terminals which intend to transmit data select and generate particular orthogonal 
codes out of a plurality of orthogonal codes, and transmit these generared orthogonal 
codes to the base station as alert signals indicating the presence of data that are to be 
transmitted. Here, the orthogonal codes transmitted as alert signals from the mobile 
terminals to die base station are such codes that the inner products of the same codes 
assume particular values but the inner products of different codes assume a value of *ero. 

The base station that has received the alert signals generates orthogonal codes and 
checks whether these generated orthogonal codes are contained m the alert signals 
transmitted from the mobile terminals to the base station. When the orthogonal codes 
generated by the base station arc detected m the alert signals transmitted from the mobile 
Terminals tu the base station, the base station that has received the alert signals 
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determines .schedules fur transmitting the data from the mobile terminals to ibe base 
station. Then the base station transmits, to the mobile terminals, the data representing the 
detected orthogonal codes and the determined schedules tor transmuting daru from the 
mobile terminals to the base station as un alert response to the alert signals. 

Upon receiving the alert response, the mobile terminals compare the orthogonal 
codes transmitted from the mobile terminals to the base station with orthogonal codes 
represented by the data stored in the alert response, and check if the data representing the 
orthogonal codes used in the alert signals transmitted from the mobile terminals to the 
base station are contained in the alert response transmitted from the base station to the 
mobile terminals. When the data representing the orthogonal codes used by & mobile 
terminal us its alert signal arc contained in the alert response from the base station, the 
data transmission schedules m the alert response are read out by the mobile terminal, and 
the data are transmitted from the mobile terminal to the base station according to the 
schedules that are read out. 

According to the mobile communication method as described above, the data are 
transmitted and received after the schedules are determined by alert signals of orthogonal 
codev Therefore, an efficient communication of data can be accomplished between the 
base station and the plurality of mobile terminals." See, Esmailzudeh at column 3, line 
24 to column 4, line 30. 
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The aforementioned is encompassed by steps 1 101- 1 104 of FIG. 1 1 of 
Esmoilzudeh and steps 1201-1203 of f 1G. 12 of EsmttilzadeL If Esmailzadeh was to 
incorporate u contention resolution phase as asserted by Examiner Bunwym, rhen such a 
contention resolution phase would have to occur before step 1 105 of FlG. I I of 
Esmailzadeh and step 1204 of FIG. 12 of Esmudzadeh. However, Esmudzudeh was 
aware of the problems caused by collisions in terms of secondary stution(s) having to 
repeatedly transmit reservation packets. Sec, Esmcdlzadeh at column 2, line to column 3, 
line 8. 

To avoid collisions, Esmailzadeh thus teaches "the alert signals transmitted from 
the mobile terminals to the base station arc multiplied by each of a plurality of 
orthogonal codes generated in the base station in order to check whether particular 
orthogonal codes are contained in the alert signals. The base station generates a plurality 
of orthogonal codes upon receiving alert signals from the mobile terminals, multiplies the 
alert signals transmitted from the mobile terminals to the base station by each of a 
plurality of orthogonal codes generated by the base station, und detects orthogonal codes 
in the alert signals that are received based upon the results of multiplication. 
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When a plurality of mobile terminals simultaneously transmit alert signals to the 
base station, a plurality of orthogonal codes are contained in the alen signals received by 
the base station. Here, however, the inner products of the same orthogonal codes assume 
particular values and the inner products of different orthogonal codes assume $ value of 
*cro. Therefore, ihc alert signals containing a plurality of orthogonal codes are multiplied 
by each of a plurality of orthogonal codes generated by the base station, and the results of 
multiplication are checked for each of the orthogonal codes. Even when the plurality of 
orthogonal codes are contained in the alen signals, therefore, it is possible to check if 
particular orthogonal codes arc contained. 

According to the mobile communication method as described above, the results 
of multiplication of the same orthogonal codes assume particular values and the results of 
multiplication of different urthogonal codes assume a value of zero. This makes it 
possible to detect the individual alert signals even when the plurality of alert signals are 
transmitted from a plurality of mobile terminals to the base station." See, Esmailzadeh at 
column 4, lines 32-67. 
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The benefit by Esmadzadeh in view otitic capability of always being able xo 
detect each alert signal is that a contention resolution phase is unnecessary prior to any 
implementation of step 1 105 of FIG. 1 1 of Esmadzadeh and step 1204 of FIG. l2 of 
Esmctilzudeh. Additionally, as illustrated in FIG. 12 of Esmadzadeh, if no data packets 
are received by the primary station during a step 1204 or if there are any errors in the 
received dara packets as detected by the primary station during a step 1206, then 
Esmaitzudeh teaches a re-scheduling by the primary srarion during a step 1205 ur a siep 
1207, respectively, that docs not involve any transmission of alert signals by a secondary 
station during steps 1 105 and 1 106 shown in FIG. 1 1 of Esmailzudeh 

Moreover, an incorporation of a contention resolution phase before step 1 105 ot 
FIG. 1 1 of Esmaikadvh and step 1204 of FIG. 12 of Esmadzadeh would cause a primary 
station to generate a contention data transmission schedule in response to the contention 
resolution alert signals. Thus, the secondary stations would all have the initial data 
transmission schedule related ro the initial alert signals and the contention data 
transmission schedule related to the contention resolution alert signals. As such, when 
implementing step 1 105, EsmaiteadrH would have to device a scheme whereby each 
secondary station would have to know which of the data transmission schedules to tbilow 
iu avoid any collisions that would occur if secondary stations are following different data 
transmission schedules. This is not efficient in view of the goals and objectives of 
Exmuilzudeh. 
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Thus, Esmailzadeh clearly fails to disclose and teaches awuy from any type of 
contention resolution alen signal(s) and response being communicated between the 
secondary stauon(s) and the primary Station. This is indisputable m view of the facts ( 1 ) 
that one of Esmailzadeh s objective is avoid collisions and rhe repeated transmissions of 
ale™ signals as experienced by the prior art, and (2) any incorporation in XsmiHlzadifh uf 
a contention resolution alen signal and response being communicated between the 
secondary station(s) and the primary station would change the principle operation of 
Esmailzadeh directed to eliminating u need for a contention resolution phase by having 
the capability to detect each alert signal, which also makes a transmission of a random 
access channel status message from secondary stations unnecessary 

Obviousness . To establish a prima facte case of obviousness, three baMc criteria 
must be met. First, there must be some Suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, to 
modify the reference or to combine reference teachings. Second, rhcre must be u 
reasonable expectation of success. Finally, the pnor an reference (or references when 
combined) must teach or suggest all the claim limitations. See, MP£P §2143. 



PAGE 21/100 ' RCVD AT 10/5/2004 11:26:29 AM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/2 * DNIS:8729315* CSID:+18479057113 * DURATION (mm-ss):18-36 



OCT-05-04 10 :31AM FROfcKLG FAX 



+18479057113 T-814 P. 22/89 F-334 



October 4, 2004 
Case No.. GB 000003 (779U/33b) 
Serial No : 09/631,353 
Filed: August 2, 20OU 
Page 18 of 32 

Furthermore* if the proposed modification or cumbination of the prior an would 
change the principle of operation of the prior an invention being modified, then the 
teachings of the references are not sufficient ro render the claims prima facie obvious. /// 
re Rum, 270 F.2d 810, 123 USPQ 349 (CCPA 1959) (Claims were directed to an Oil seal 
comprising a bore engaging portion with outwardly biased resilient spring fingers 
inscned in a resilient sealing member. The primary reference relied upon m a rejection 
based on a combination of references disclosed an Oil seal wherein the bore engaging 
portion was» reinforced by a cylindrical sheet metal casing. Patentee taught the device 
required rigidity for operation, whereas the claimed invention required resiliency. The 
court reversed the rejection holding the "suggested combination of references would 
require a substantial reconstruction and redesign of the elements shown in {.the primary 
reference] a* well as a change in the basic principle under which the [primary reference] 
construction was designed to operate." 270 F.2d at 813, 123 USPQ at 352.). Sy£ f MPEP 
§2143 01 
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Claims 1 , 2. 3. 4. 9. 1 L and 1 2 . The Appellant respectfully inserts that is no 
suggestion or motivation to modity Esmaiizudeh in view of Kanterakh as asserted by 
Examiner Burunyai to render obvious the limitations of claims 1, 2, 3, 4, 9, 11 and 12, 
because Estnaitzadvh teaches away from the following limitations of independent claims 
1.3, 9 and 11: 

1. " wherein the secondary station includes means for .subsequently 
transmitting a contention resolution .ntfnal enco ded with a second 
signature '*, and " wherein the primary station includes me ans for 
transmuting a further response to jfrc contention resolution signal " as 
recited in independent claim I; 

2. " means for transmitting a furihct response to a subsequent 
contention resolution signal encoded wtth a seco nd ^nature transmitted 
by the secondary station " as recited in independent claim 3; 

3. r » means for receiving a response from the primar y station and 
subsequently transmitting a contention resolution signal enc oded with a 
second signature " as recited in independent claim 9; and 
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4 " the secondary station subsequently transmitting a contention 
resolution signal encoded with a second signature ", and "the primary 
station transmitting a further response to the contention resolut ion signal" 
us recited in independent claim 1 1. 

Withdrawal of the rejection ot'eiaims 1 , 2, 3, 4, 9, 1 1 and 12 under 35 U.S.C 
§ 103(a) as being unpatentable over Bxmuikudeh in view of Kamerakis is therefore 
respectfully requested. 

Claims 5 and 13 . The Appellant respectfully asserts that is no suggestion or 
mutivauon to modify EsmailzQcteh in view of Kunterukh as asserted by Examiner 
Baranyai to render obvious the limitations of claims 5 and 13, because Esmuifcudeh 
teaches away from the following limitations of claims 5 and 13: 

1. ^ means for transmuting the channel allocation signal at the same 
time us each of the responses " as recited in dependent claim 5; and 

2. " the primary station transmitting the channel allocation signal at 
the same time as each of the responses " as recited in dependent claim 1 3 
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Withdrawal of ihe rejection of claims 5 and 13 under 35 U S,C. § 1 03(a) a* hemg 
unpatentable over Esmaikudeh in view of Kantzrakts is therefore respectfully requested. 



Claims 6 and 14 . The Appellant respectfully asserts that is no suggestion or 
motivation to modify Esmaihadeh m view of Kanterukis as asserted by Examiner 
Baranyai to render obvious the limitations of claims 6 and 14, because Esmuilzudeh 
teaches away from the following limitations of claims 6 and 14: 

1. " means for subdividing the channel allocation signal into a 
plurality uf portions " and Vh means for transmitti ng each of the portions ai 
the same time as a respective one of rhe responses *' as recited in dependent 
claim 6; and 

2. " the primary station subdividing the channel a llocation signaling 
into a plurality of portions" and fc ~the primary station t ransmitting each of 
the portions at the same time as a respective unc of the responses" us 
recited in dependent claim 14. 
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Withdrawal of the rejection of claims 6 and 14 under 35 U.S.C. § 103(a) a* being 
unpatentable over Esmuiizac/eh in view of Kuntefukis is therefore respectfully requested 



Claims 7 and IS . The Appellant respectfully asserts that is no suggestion or 
motivation 10 modify Esmailzadeh in view of Kanttrakis as asserted by Examiner 
Baranyai to render obvious the limitations of claims 7 and 15, because Estnudzudch 
reaches away from the following limitations of claims 7 and 15: 

1. " means for including ihe channel allocation signal as pan of the or 
each response " as recited in dependent claim 7; and 

2. " the primary station including the allocation signaling as part of 
the or each response " as recited m dependent claim 15. 

Withdrawal of the rejection of claims 7 and 15 under 35 U.S.C. §103(a) as bcinij 
unpatentable over Esmailzadeh in view of Kunterukts is therefore respectfully requested. 
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Claims 8. 10 and 16 . The Appellant respectfully asserts that is no suggestion or 
motivation to modify Esmmizadah in view utKanterakis and in further view of 
Gttsmfssun as asserted by Examiner Baranyai to render obviuus the limitations of claims 
8, 10 and 16, because Esmmlzadeh teaches away from the following limitations of claims 
8, lOund 16: 

1. " means for transmitting a random access ch annel status messauc 
indicating the highest datq rate available on the ra ndom access channel" us 
recited in dependent claim 8; 

2. w means for receiving from the primary st ation a random access 
channel status message indicating the availabil ity of random access 
channel resources " and " paeans for usin^ the status messag e as a check on 
the channel allocation signal before initial transmission of data" as recited 
m dependent claim 10, and 
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3, tfc thc primary station transmitting a random access c hannel status 
message indicating the highest data rate available o n the random ai-icss 
channel " as recited in dependent claim 16. 

Withdrawal of the rejection of claims 8, 10 and 16 under 35 U.S.C. §H)3(u) as 
being unpatentable over Esmailzodeh m view of Kante reiki* and in further view of 
Gustafssun is therefore respectfully requested 

Dated- October 4, 2004 Respectfully submitted, 

TIMOTHY J. MOULSLEY, ^ uL 
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Case Nu. GB 000003 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 



In re patent application of: 

TIMOTHY J. MOULSLEY, ET AL. 

Serial No.: 09/631,353 

Filed: AUGUST 2, 2000 

For RADIO COMMUNICATION 
SYSTEM 



Examiner. 8ARANYAJ, L 
Croup Art Unit 2665 



APPEAL BRIEF 



Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA22313-1450 

Dear Sir: 

Appellant herewith respectfully presents a Brief on Appeal as follows: 
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1 REAL PARTY IN INTEREST 

The real party in interest is K.omnklijke Philips Electronics N V „ a corporation of 
The Netherlands having an office and a place of business at Grocncwoudseweg 1 r 
Eindhoven, Netherlands 5621 BA Koninklijke Philips Electronics N.V. is iJic ultimate 
parent of the assignee of record Philips Electronics North America Corporation, a 
Delaware corporation having an office and a place of business ut 125 1 Avenue of the 
Americas, New York, NY 10020-1104 Philips Electronics North America Corporation 
intends to further assign this application to Koninklijke Philips Electronics N V. 
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2 RKLATED APPEALS AN'D INTERFERENCES 

Appellant and the undersigned attorney are noi aware of any oiher appeals or 
interferences which will directly affect or be directly affected by or having a bearing 
the Board's decision in the pending appeal. 
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3 STATUS OF CLAIMS 

Claims 1-16 are currently pending m ihe present application and are the claims 

on appeal. See, Claims Appendix. 
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4 STATUS OF AMENDMENTS 

Appellant tiled an final request for reconsideration under 37 C F R §1,U6 m 
response to a Final Office Action dated March 30, 2004 
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5 SUMMARY OK THE INVENTION 

As illustrated m FIG. I , a base station iOO ot the present application employs a 
microcontroller 102, a transceiver 104, a power controller 1 07 and an antenna 106. A 
secondary station 1 10 of the present application employs a microcontroller 1 12, a 
transceiver 1 14, a power controller 117 and an antenna 1 16. Seg, US. Pat*m Application 
Senal No 09/735. iSl at page 4, lme For purposes of this Appeal Bnef, 
microcontroller 102, transceiver 104 and antenna 106 constitute a base signaling means 
of base station 100, and power controller 107, transceiver 104 and antenna 106 constitute 
a base power means of base station 100 Similarly, microcontroller 1 12, transceiver 1 14 
and antenna 1 16 constitute a secondary signaling means of each secondary station 1 10, 
and power controller 1017, transceiver 1 14 and antenna 1 16 constitute a secondary power 
means of each secondary station 1 10. 

A random access packet channel allocation method as illustrated m FIG. 5 will 
now be described herein in the context of an interaction between a base station iOO and a 
secondary station 1 10 Please note that the base signaling mean* of base station 100 and 
the secondary signaling means of secondary station 1 10 are the structure for performing 
the functions of the various 35 U S C\ §1 12, ^6 limitations recited in claim* 1-10 

During a step 504, the base signaling means of base station 100 transmits a packet 
channel availability message AV 402 (FIG. 4), which is received by the secondary 
signaling means of secondary station 100 See, U S Patent Application Serial No 
09/735, J 51 hi page 7, lines 14-27. 
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During a step 5U6, the secondary signaling means of secondary station 100 
determines whether to repeal step 504 or to proceed to steps 508-5 14 based on the 
available channel(s) and bit rate(s) indicated by AV message 402. See, U S Patent 
Application Serial Nu 09/735.151 at page 7, line 28 to page 8, line 2 

Upon a determination to proceed to steps 508-514, the secondary signaling means 
and the secondary power means of secondary station 1 10 transmits a signature encoded 
access preamble (P) 202 (f 1G. 4) at increasing power levels until such time the secondary 
signaling means receives an acknowledgment (A) 206 (FIG. 4) or a negative 
acknowledgment (A) 206 from base station 100 See, U S Patent Application Serial No 
09/735. i5l at page 8, lines 3-21 

For embodiments where several physical channels are mapped to signature 
encoded access preamble 202, the base Signaling means of base station 100 can include a 
channel allocation message, in part or m whole, in a positive acknowledgement 206. See. 
U S Patent Application Serial No 09/735.151 al page 7, lines 3-8; and page 10, line 12 
to page 1 1 . line 20. 

Assuming acknowledgment 206 was positive, during a step 516, the secondary 
signaling means of secondary station 1 10 transmits a Signature encoded contention access 
preamble (P) 208 (FIG. 4) and during a step 518, awaits a contention acknowledgement 
(CA) 210 (FIG. 4) from ihe base signaling means of base station 100. See, W$ Pment 
Application Serial No 09/735.151 at page 8, line 22 10 page 9, line 2. 
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For embodiments where several physical channels are mapped 10 signature 
encoded contention access preamble 208, the base signaling means of base sunon 100 
can include a channel allocation message, in pan or m whole, m contention 
acknowledgement 210 and/or in a transmission of a channel code by the base signaling 
means of base station 100. See, U.S Patent Application Serial No. 09/735. 151 at page 7, 
hnes 3-8, and page 10. line T2 to page 1 1, line 20 

Upon receiving contention acknowledgment 210. the signaling means of the 
secondary siai.cn 1 JO will begin to transmit a data packet during a step 520 in accordance 
with the received channel allocation message. See, U.S Patent Application Senal No. 
09/735.1 5 1 rat page y 7 lines 3-10 

Thus, at one extreme, one channel allocation message is transmitted by the base 
signaling means of base station 1 00 to the secondary signaling means of secondary 
station 1 10 either (1) as a complete message with acknowledgement 204, (2) as a 
complete message with contention acknowledgment 210, (3) as a complete message v/.th 
the channel code, or (4) as a divided message among two or more of acknowledgement 
204, contention acknowledgment 210 and/or the channel code. 

At the other extreme, a channel allocation message is sent by the base signaling 
means of base station 100 to the secondary signaling means of secondary station 1 10 in 
us entirety during each of acknowledgement 204, contention acknowledgment 210 and 
the channel code for ai total of three (3) transmissions 
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6 r.nm jnds of Rf i pmnoj to bp. reviewed on app eal 

Claims 1-7, 9, and 11-15 stand finally rejeaed under 35 U.SC § 103(a) as being 

unpatentable over U S Patent No. 6,1 1 1,869 to EiauitlzuUeh ci al. m v.ew of U S. Patent 

No 6,389,056 10 KanTtrrakis ct al. 

Claims 8, 10 and 16 stand finally rejected under 35 U S C. § 103(a) as being 

unpatentable over U S. Patent No. 6,1 1 l,86y to Esmaiteadeh et al. in view of U.S. Patent 

No. 6,3*9,056 lo Kanierakis et al. and in further v.ew of U S Patent No 6,643,275 to 

Gusrafison et al. 
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7 ARGUMENT 

Esmaiteadiih . Generally, Esmailzadeh leaches away from any lype of cuntenriun 
resolution alen Signal and response being communicated beiween a secondary station 
(e g„ secondary stations 1 10-1 12 shown in FIG. 1 ) and a primary station (e g., base 
station 100 shown in FIG 1) by devising a collision-free technique thai omits a 
contention resolution phase after each transmission of a data transmission schedule by 
the primary station is received by the secondary $tanon(s). This contention resolution 
free technique of Esmatkadeh relies on data transmission schedules based on orthogonal 
codes. 

Specifically. Esmaiteadeh teaches "[A] method of mobile communication 
includes determining schedules for transmitting and receiving data, and transmitting and 
receiving data between a base station and a plurality of mobile terminals according to the 
schedules. Particular orthogonal codes are Transmitted from mobile stations to the base 
station as alert signals indicating the presence of data to be transmitted. The base station 
checks whether particular orthogonal codes arc contained in the alert signals transmitted 
from the mobile Terminals to the base station. When the particular orthogonal codes are 
detected in the alert signals transmitted from the mobile stations to the base station, data 
representing the detected orthogonal codes and the schedules for transmitting the data 
from Lhe mobile terminals to the base station are transmitted from the base station to the 
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mobile Terminals as an alert response in response to the alert signals When the data 
representing the orthogonal codes used for the alert signals transmitted from the mobile 
terminals to the base station arc contained in the alert response transmitted from the base 
station to the mobile terminals, the data transmission schedules in the alert response are 
read out at the mobile terminals and the data arc transmitted from the mobile terminals to 
the base station according the schedules that are read out. 

When the data are to be transmitted and received between the base station and the 
mobile terminals according to the above-mentioned mobile communication method, 
mobile terminals which intend to transmit data select and generate particular orthogonal 
codes out of a plurality of orthogonal codes, and transmit these generated orthogonal 
codes to the base station as alert signals indicating the presence of data that are to be 
transmitted. Here, the orthogonal codes iransmmed as alert Signals from the mobile 
terminals to the base station arc such codes that the inner products of the same codes 
as*ume particular values but the inner products of different codes assume a value of ?.cro 

The base station that has received the alert signals generates orthogonal codes and 
checks whether these generated orthogonal codes are contained in the alert signals 
ir&nsmitttrd from the mobile terminals to the base station. When the orthogonal codes 
generated by the base station are detected »n the alert signals transmitted from the mobile 
Terminals to the base station, the base station that has received the alert signals 
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determines schedules for transmuting the data from the mobile terminal* to the base 
station Then the base station transmits, to the mobile terminals, the data representing the 
detected orthogonal codes and the determined schedules for transmuting data Irom the 
mobile terminals to the base station as an alcn response to the ulen signals 

Upon receiving the alert response, the mobile terminals compare the orthogonal 
codes transmitted from the mobile terminals to the base station with orthogonal codes 
represented by the data stored in the alert response, and check if the data representing the 
orthogonal codes used in the aJert signals transmuted from the mobile terminals to the 
b3se station are contained in the alert response transmitted from the base station to the 
mobile terminals. When the data representing the orthogonal codes used by a mobile 
terminal as its alert signal are contained in the alert response from the base station, the 
data transmission schedule* in the alert response are read out by the mobile terminal, and 
the data are transmitted from the mobile terminal to the base station according to UK- 
schedules that are read out. 

According to the mobile communication method as described above, the data arc 
transmuted and received after the schedules are determined by alert signals of orthogonal 
codes Therefore, an efficient communication of data can be accomplished between the 
base station and the plurality of mobile terminals." See, Esmailmdeh at column 3, Lne 
24 to column 4, line 30. 
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The aforementioned jS encompassed by steps 1 101-1104 of FIG. 11 of 
Esmailzadeh and steps 1201-1203 of FIG 12 of £>maitzadeh If Esmailzadeh was to 
incorporate a contention resolution phase as asserted by Examiner Baranyui, then such a 
contention resolution phase would have to occur before step 1 105 of FIG. 1 1 ot 
Esmailzadeh and step 1204 of FIG. 12 of Esmailzadeh. However, Esmailzudeh was 
aware of the problems caused by collisions in terms of secondary station(s) having to 
repeatedly transmit reservation packets. Ss£, Evnudzadeh at column 2, line- to column 3, 
line 8 

To avoid collisions, Esmailzadeh thus teaches "the akrt signals transmitted from 
the mobile terminals to the base station are multiplied by each of a plurality of 
orthogonal codes generated m the base station m order to check whether particular 
orthogonal codes are contained in the alert s.gnals. The base station generates a plurality 
of orthogonal codes upon receiving alert signals from the mobile terminals, multiplies the 
alert signals transmuted from the mobile terminals to the base station by each of a 
plurality of orthogonal codes generated by the base station, and detects orthogonal codes 
in the alert signals that are received based upon the results of multiplication 
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When a plurality of mobile terminals simultaneously transmit alen signals to the 
base station, a plurality of onhogonal codes are contained in the alen signal* received by 
the base station. Here, however, the inner products of the same orthogonal codes assume 
particular values and the inner products of different orthogonal codes assume a value of 
zero. Therefore, the alert signals containing a plurality of onhogonal codes are multiplied 
by each of a plurality of orthogonal code* generated by the base station, and the results of 
multiplication are checked for each of the onhogonal codes. Even when the plurality uf 
orthogonal codes are contained in the ulcn signals, therefore, it is possible to check if 
particular orthogonal codes are contained. 

According to the mobile communication method as described above, the results 
of multiplication of the same orthogonal codes assume particular values and the results of 
multiplication of different onhogonal codes assume u value of 2ero. This makes it 
possible to detect the individual alen signals even when the plurality of alen signals arc 
transmitted from a plurality of mobile terminals to the base station " See, Esmailzadeh at 
column 4, lines 32-67. 
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The benefit by Esmadzadeh m view of the capability of always being able to 
detect each alen signal is that a contention resolution phase is unnecessary prior to any 
irtiplemciuat.ori of step 1 105 of FIG. 1 1 of Esmadzadeh and step 1204 of FIG 12 of 
Esmuihadvh. Additionally, as illustrated m FIG. 12 of Esmadzadeh, if no data packets 
ure received by the primary station during a step 1204 or if there are any error* in the 
received dara packets as detected by the primary station during a srep 1206, then 
Esmaiizadeh teaches a re-scheduling by the primary station during a step 1205 or a step 
1207, respectively, thai does not involve any transmission of alert signal* by a secondary 
siauon dunng steps 1 105 and 1 106 shown in FIG, 1 1 of Esmaikudeh. 

Moreover, an incorporation of a contention resolution phase before step 11 05 of 
FIG 1 1 of Esmadzadeh and step 1 204 of FIG 12 of Esmaiizadeh would cause a primary 
station to generate a contention data transmission schedule in response to the contention 
resolution alert signals. Thus, the secondary stations would all have the initial data 
transmission schedule related to the initial alert signals and the contention data 
transmission schedule related to the contention resolution alert signals. As such, when 
implementing step 1 105, Esmadzadeh would have to device a scheme whereby each 
secondary station would have to know which of the data transmission schedule* to follow 
to avoid any collisions that would occur if secondary stations are following different data 
transmission schedules. This js not efficient in view of the goals and objectives of 
Esmadzadeh. 
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Thus, Esmudzadeh clearly fails to disclose and reaches away from any type of 
contention resolution alen signal(s) and response bemg communicated between the 
secondary station(s) and the primary station. This is indisputable in view of the facts (I) 
that one ofEsmaikadeh s objective is avoid collisions and the repeated transmission* of 
alerts signals as experienced by the prior an. and (2) any incorporation in EsmaiUudeh ot 
a contention resolution alen signal and response being communicated between the 
secondary station(s) and the primary station would change the principle operation of 
Esmailzadeh directed to eliminating a need for a contention resolution phase by having 
the capability to detect each alen signal, which also makes a transmission of a random 
access channel status message from secondary stations unnecessary 

Obviousness . To establish a prima facie case of obviousness, three basic criteria 
must be met First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in me art, to 
modify the reference or to combine reference teachings Second, there must be a 
reasonable expectation of success. Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limitations Sec, MPEP §2143 
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f urthermore, if the proposed modification or combination of the prior an would 
change the principle of operation of the pnor an invention being modified, then the 
teachings of the references are not sufficient to render the claims pnmajane obviuub In 
Ram, 270 F.2d 810, 123 USPQ 349 (CCPA 1959) {Claims were directed to an oil sea! 
comprising a bore engaging portion with outwardly biased resilient spring fingers 
inserted in a resihent sealing member. The primary reference relied upon m a rejection 
based on a combination of references disclosed an oil -seal wherein the bore engaging 
portion was reinforced by a cylindrical sheet metal casing. Patentee taught the device 
required rigidity for operation, whereas the claimed invention required resiliency. The 
court reversed the rejection holding rhe "suggested combination of references would 
require a substantial reconstruction and redesign of the elements shown m [the primary 
reference] as well as a change in the basic principle under which the [.primary reference] 
construction was designed io operate " 270 F 2d at 813, 123 USPQ at 352.). See, MPEP 
§2143 01 
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rinirns I.2.3- 4. 9. 11. and 12 . The Appellant respectfully uteris that is nu 
suggestion or motivation to modify EsmQikudzh m view of Kanterahs as asserted by 
Exammer Baranyui to render obvious the limitations of claims 1, 2, 3, 4, u , 11 and 12, 
because E$$nuilza<teh touches away from the following limitations of independent claims 
1, 3,9 and II. 

1. " wherein the secondary station includes means for subsequently 
transmuting a contention resolut i on signal encoded wuh a second 
signature ", and " wherein the primary ^anon includes means for 
transmitting a further response to the contention resolution signal " as 
recited in independent claim I ; 

2. " means for transmitting a further response to a subsequent 
contention resolution signal encoded with a second signature tr ansmitted 
bv the secondary stanon " as recited in independent claim 3; 

3 " means for receiving a response from the pri mary Ration and 
subsequently transmitting a contention resolution signa l encoded with a 
second .signature " as recited in independent claim 9; and 
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4 " {he secondary station subsequently transmuting a contention 
resolution sianal encoded with a secund signature ", und " the primary 
station transmitting a further response to the content ion resolution signal" 
as recited in independent cUim 1 1 

Withdrawal of the rejection of claims 1, 2, 3,4, 9, II and 12 under 35 U.S.C. 
§ 103(a) as being unpatentable over Esmmlzadeh in view of Kanterakts is> therefore 
respectfully requested 



Claims 5 and 13 . The Appellant respectfully asserts that is no suggestion or 
motivation to modify Esmadzadch in view oi Kanierakt? as asserted by Examiner 
Baranyai to render ubvious the limitations of claims 5 and 13, because Esmmlzadvh 
teaches away from tht: following limitations of claims 5 and 13: 

1. " means for transmuting the channel allocation sign al at the same 
time as each of the responses " as recited in dependent claim 5; and 

2. ^ the primary station transmitting the channel allocation signal at 
the same time as each of the responses. " as recited in dependent claim 13 
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Withdrawal uf the rejection of claims 5 and 13 under 35 U.S.C § 103(a) u» being 
unpatentable over Esmailzadeh in view of Kunterukis is therefore respectfully requested 



ria.ms 6 and 14 . The Appellant respectfully asserts that is no suggestion or 
motivation to modify Esmailzadeh in view of Kanierakxs as asserted by Examiner 
Baranyai to render obvious the limitations of claims 6 and 14, because Esmailzadeh 
teaches away from the following limitations of claims 6 and 14: 

1. " means for s »ivij*i.l.qfl me channel allocation signal intQ_fl 
pfuralitv of portions " and " means for transmitting each of the portions at 
the same time as a respective one of the responses" as recited in dependent 
claim 6; and 

2 " the pnmarv station suhdividiim the channe l allocation signaling 
into a plurality of portions" and "the primary station transmitting each of 
the purtions at the same time as a respecti ve one of the responses" as 
recited in dependent claim 14. 
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Withdrawal of rhe rejection of claims 6 and 14 under 35 U S C. § 103(a) as being 
unpatentable over Esmuihadeh in view of Kanierukis is therefore respectfully requested 

Claims 7 and 15 The Appellant respectfully asserts that is no suggestion or 
motivation to modify Esmuihadeh in view of Kamerakis as asserted by Examiner 
Baranyai to render obvious the limitations of claims 7 and 15, because Esmailzadeh 
teaches away from the following limitations of claims 7 and 15 

1 " means for including the channel allo cation signal as purl of the or 
each response " as recited in dependent claim 7, and 

2 - the primary station including the allocation s ignaling as part of 
the or each response " as recited in dependent claim 15. 

Withdrawal of the rejection of claims 7 and 15 under 35 US C §103(a) usbunig 
unpatentable over Esmadzadeh in view of Kanwrahs is therefore respectfully requested 
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Plnims 8. 10 and 16 The Appellant respectfully asserts thai is no suggestion or 
motivation to modify Esmailzadch m view ot Kattwuhs and in further view of 
Gusraf 'sson as asserted by Examiner Baranyai to render obvious the limitations uf claims 
8, 10 and 16, because Esmaiizadeh teaches away from the following limitations of claims 
8, 10 and 16 

1 . " means for transmitt in g a random access chan nel .scams message 
indicatms the highest data rate availa ble on the mndom access chgnqel" as 
recaed in dependent claim 8; 

2. " means for receiving from the primary station a random access 
channel status message indicating the availability of random acce ss 
channel resources " and fct means for using the status message as a check on 
the channel allocation signal before initial transmission of data " as recited 
in dependent claim 10, and 
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3. " the primary station transmitting a random access channel stum* 
message indicating the highest data rate available on the r andom access 
channel " as recited in dependent claim 16. 

Withdrawal of the rejection of claims 8, 10 and 16 under 35 U.S.C. § 103(a) as 
being unpatentable over Esmailzadeh in view of Kunterakis and m further view of 
Guuafsson is therefore respectfully requested. 



Dated. October 4, 2004 Respectfully submitted, 

TIMOTHY J. MOULSLEY, ec ttf 
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Dear Sir 

Appellant herewith respectfully presents a Brief on Appeal as follow*: 
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I RFAf PARTY IN 1NTERHST 

The real party m interest is Koninklijke Philips Electronics N V., a corporation of 
The Netherlands having an office and a place of business ai Groencwoudseweg 1 , 
Eindhoven, Netherlands 5621 BA. iConmklyke Philips Electronics N.V. is the ultimate 
parent of the assignee of record Philips Electronics North America Corporation, u 
Delaware corporation having an off.ee and a plate of business at 1251 Avenue of the 
Americas, New York, NY 10020-1 104. Philips Electronics North America Corporation 
intends 10 further assign xhis application to Koninklijke Philips Electronics N V. 
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2 RELATED APPEALS AND INTERFERENCES 

Appellant and the undersigned attorney are not aware of any other appeals or 
mrer f crences W hich will directly affect or be directly afTeacd by or having a bearing on . 
the Board's decision in the pending appeal 



PAGE 72/100 * RCVD AT 10/512004 11:26:29 AM (Eastern Daylight Time] * SVR:USPT0€FXRF-1/2 * DN1S:8729315 * CSID:+184790571 13 * DURATION (mm-ss):18-36 



OCT-05-04 10:40AM FROM-CLG FAX 



+18479057113 



T-814 P. 73/98 F-334 



Ociober 4 ( 2004 
Case No.: GB 00OOU3 (7790/336) 
Serial No.: 0WO3 1,353 
filed August 2, 2000 
Page 5 of 32 



3. STAT US OF CLAIMS 

Claims 1-16 are currently pending in ihc presew application, and are ihe dmms 
on appeal See . Claims Appendix. 
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4 QTaTI J& Of AMENIDMKNTS 

Appellant filed an final request fur reconsideration under 37 C F R. §1.11 
response to a Final Office Acnon dated March 30, 2004. 



v 
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5 SUMMARY OK THE INVENT ION 

As illustrated in FIG. 1, a base station 100 of the present application employs a 
microcontroller 102, a Transceiver 104, a power controller 107 ana an antenna 106 A 
secondary station 1 10 of the present application employs a microcontroller 1 12, a 
transceiver 1 14, a power controller 1 i 7 and an antenna 1 16. See, U.S. Patent Applicutiun 
Serial No 09/735. 151 at page 4, Une 8-18. For purposes of this Appeal Brief, 
microcontroller 102, transceiver 104 and antenna 106 constitute a base Signaling means 
of ba*e station 100, and power controller 107, transceiver 104 and antenna 106 constitute 
a base power means of base station 100 Similarly, microcontroller 1 12, transceiver 1 14 
and antenna 116 constitute a secondary Signaling means of each secondary station 1 10, 
and power controller 1017, transceiver 1 14 and antenna 116 constitute a secondary power 
means of each secondary station 1 10. 

A random access packet channel allocation method as illustrated m FIG. 5 will 
now be described herein in the context of an interaction between a base station 100 and a 
secondary station 110 Please note that the base signaling means of base station 100 and 
the secondary signaling means of secondary station 1 10 are the structure tor performing 
the functions of the vanous 35 U S.C §1 12, 1)6 limitations recited in claims 1-10 

During a step 504, the base signaling means of base station 100 transmits a packet 
channel availability message AV 402 (FIG. 4), whtch is received by the secondary 
signaling means of secondary station 100 See, U.S Patent Application Senal Mo. 
09/735. J 5 J at page 7, lines 14-27 



PAGE 75/100 * RCVD AT 10/5/2004 11:26:29 AM (Eastern Daylight Time] * SVR;USPT0-EFXRF-1/2 * Df0S:8729315 ' CSID:+18479057113 * DURATION (mm-ss):18-36 



OCT-05-04 10:41AM FROM-CLC FAX 



418479057113 



T-814 P. 76/99 F-334 



October 4, 20U4 
Case No.: GB O00OO3 (7790/336) 
Serial No.: 09/631,353 
Filed: Augusi 2, 2000 
PagC8of32 



During a step 506, ihe secondary Signaling means of secondary station 100 
determines whether to repeat step 504 or to proceed to steps 50S-5 14 based on the 
available cliannel(s) and bit rate(s) indicated by AV message 402 S££, US Patera 
Application Serial No. 09/735. 151 at page 7, line 28 to page 8. line 2. 

Upon a determination to proceed to steps 508-514, the secondary signaling means 
and the secondary power means of secondary station 1 10 transnms a signature encoded 
access preamble (P) 202 (FIG. 4) at increasing power levels until such time the secondary 
signaling means receives an acknowledgment (A) 206 (FIG. 4) or a negative 
acknowledgment (A) 206 from base station 100 See, U S Patent Application Serial No. 

09/735.1 5 J ai page 8, lines 3-21 . 

For embodiments where several physical channels are mapped to signature 
encoded access preamble 202, the base signaling means otbuse station 100 can include a 
channel allocation message, m pan or in whole, in a pos.uve acknowledgement 200 See, 
US. rutfi Application Senul No 09/735.151 at page 7, lines 3-8; and page 10. hue 12 
to page 1 1 . Ime 20. 

Assuming acknowledgment 20b was positive, during u step 516, the secondary 
s.gnal.ng means of secondary station 1 10 transmits a signature encoded contention access 
preamble (P) 208 (FIG. 4) and during a step 5 1 8, awaits a contention acknowledgement 
(CA) 210 (FIG 4) from the base signaling means of base station 100 See, U S. Patent 
Application Serial No 09/735,151 at page 8, line 22 to page 9, line 2. 
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For embodiments whore several physical channels arc mapped to signature 
encoded contention access preamble 208, the base signaling means of base station 1UU 
uan include a channel allocation message, in part or in whole, jh contention 
acknowledgement 210 and/or in a transmission of a channel code by the base signaling 
means of base station 100. See, U.S. Patent Application Serial No. 09/733 J 51 ai page 7, 
lines 3-8; and page 10, line 12 to page 1 1, line 20. 

Upon receiving contention acknowledgment 210, the signaling means of the 
secondary station 1 10 wjji begm to transmit a dau packet during a step 520 m accordance 
with the received channel allocation message. See, U.S. Patent Application St-nui Nu 
09/735, 151 at page 9, lines 3-10. 

Thus, at one extreme, one channel allocution message is transmuted by the base 
signaling means of base station 1 00 to the secondary signaling means of secondary 
station J ID either (1) as a complete message with acknowledgement 204, (2) us a 
complete message with contention acknowledgment 210, (3) as a complete message with 
the channel code, or (4) as a divided message among two or more of acknowledgement 
204, contention acknowledgment 210 and/or the channel code 

At the other extreme, a channel allocation message is sent by the base signaling 
means of base station 100 to the secondary signaling means of secondary station 110 in 
its entirety during each of acknowledgement 204, contention acknowledgment 2 10 and 
the channel code for at total of three (3) transmissions 
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6 GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Claims 1-7, 9, and 11-15 siand finally rejected under 35 U.S C §l03(a) as being 

unpatentable over U S. Patent No 6,1 1 1,869 tu EsmuiteuiWh et al uivjuwofUS Patent 

No. 6.389,056 xoKanwrakis et al. 

Claims 8, 10 and 16 stand finally rejected under 35 U.S.C. § 1 03(a) a* being 

unpatentable over U S Parent No 6 J 1 1,869 io Esmaiizacteh er al. m view of U.S. Parent 

No. 6,389,056 to Kamerakn ct u\ and m further vjcw of U.S Patent No 6,643,275 to 

Custafsson et a!. 
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7 ARGUMENT 

EsMQtlzQd&h . Generally, Esmailzadvh leaches away from any lype of contention 
resolution alen signal and response being communicated between a secondary .station 
(e g , secondary stations 1 10-1 12 shown m FIG 1 ) and a primary station (e g , base 
station 1QU shown in FIG. 1) by devising a collision-free technique that omit* a 
contention resolution phase after each transmission of a data transmission schedule by 
the primary station i,s received by the secondary siation(s) This L-ontemion resolution 
free technique of Esmailzadeh relies on data transmission schedules based on orthogonal 
codes 

Specifically, Esmailzudeh teaches h "fA] method of mobile communication 
includes determining schedules for transmitting and receiving data, and transmuting and 
receiving data between a base siation and a plurality of mobile terminals according lu the 
schedules. Particular orthogonal codes are transmitted from mobile stations to the base 
station as alert signals indicating the presence of data to be transmitted. The base station 
check-s whether particular orthogonal codes are contained in the alen signal* transmitted 
from the mobile terminals to the base station. Wnen the particular orthogonal codes are 
detected in the alert signals transmitted from the mobile stations to the base station, d»ia 
representing the detected orthogonal codes and the schedules for transmitting the data 
from the mobile terminals to the base station are transmitted from the base station to the 
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mobile terminals as an alert response in response to the alen Mgnals. When the data 
icpresentmg the orthogonal codes used tor the alcn signals transmitted from the mobile 
terminals to the base station are contained in the alen response transmuted from the base 
stauon to the mobile terminals, the data tran.smis.sion schedules in the alert response are 
read out at the mobile terminals and the data are transmitted from the mobile terminals to 
the ba.se station according the schedules that are read out. 

When the data are to be transmitted and received between the base station and the 
mobile lemiuials according to the above-mentioned mobile communication method, 
mobile terminals which intend to transmit data select and generate particular orthogonal 
codes out of a plurality of orthogonal codes, and transmit these generated orthogonal 
codes to the base station as alert signals indicating the presence of data that are to be 
transmitted Here, the orthogonal codes transmitted as alen signals from the mobile 
terminals to the bu.se station are such codes that the inner products of the same codes 
assume particular values but the inner products of different codes assume a value of zero 
The base station that has received the alen signals generates orthogonal codes and 
checks whether these generated onhogonal codes are contained in the alert signals 
transmitted from the mobile terminals to the base station. When the orthogonal codes 
generated by the base station are detected in the alert signal* transmitted from the mobile 
terminals to the base station, the base station that has received the alert signal* 
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determines schedules for transmitting the data from the mobile terminals to the base 
sutuin Then the base station transmits, to the mobile terminals, the data representing the 
detected orthogonal codes and the dctei mined schedules for transmitting data from the 
mobile terminals to the base station as an alert response to the alert signals. 

Upon receiving the alert response, the mobile terminals compare the orthogonal 
codes transmitted from the mobile terminals to the base station with orthogonal codes 
represented by the data stored in the alert response, and check if the data iepresemmg the 
orthogonal codes used in the alert signals transmitted from the mobile terminals to the 
base station are contained in the alert response transmitted from the base stanon to the 
mobile terminals. When the data representing the orthogonal codes used by a mobile 
terminal as its alert signal are contained in the alert response frum the base station, the 
data transmission schedules in the alert response are read our by the mobile terminal, and 
the data are transmitted from the mobile terminal to the base station according u> the 
schedules that are read out. 

According to the mobile communication method as described above, the data are 
transmitted and received after the schedules are determined by alert signals of orthogonal 
codes. Therefore, an efficient communication of data can be accomplished between the 
base station and the plurality of mobile terminals." See . Esmat/zadch at column 3, hue 
24 to column 4, line 30. 
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The aforementioned is encompassed by steps J 10J-1 104 of FIG. 1 ! of 
Evnadzadeh and steps 1201-1203 of FIG 12 of Esmaihadeh if Esmadzudch was to 
incorporate a contention resolution phase as asserted by Examiner Baranyat % then Such a 
contention resolution phase would have to occur before srep 1 105 of FIG 1 1 of 
Esmadzad&h and step 1204 of flG. 12 of Esmadzadeh. However, Esmadzadeh was 
aware of the problems caused by collisions in terms of secondary station(s) having to 
repeatedly transmit reservation packets. See . Esmadzadeh ut column 2, line to column 3, 
line 8. 

To avoid collisions, Esmadzadeh thus teaches "the alert signals transmitted from 
the mobile terminals to the base station are multiplied by each of a plurality of 
orthogonal codes generated in the base station m order to cheek whether particular 
orthogonal codes are contained in the alert signals. The base station generates a plurality 
of orthogonal codes upon receiving alert signals from the mobile terminals, multiplies the 
alert signals transmitted from the mobile terminals to the base station by each of a 
plurality of orthogonal codes generated by the base station, and detects orthogonal codes 
jn the atert Signals that are received based upon the results of multiplication. 
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When a plurality of mobile terminals simultaneously transmit alerr signals to the 
base station, a plurality of orthogonal codes are contained in the alert signals received by 
trie base station. Here, however, the inner products of me same orthogonal codes assume 
particular values and me inner products of different orthogonal codes assume a value of 
zero Therefore, the alert signals containing a plurality of orthogonal codes arc multiplied 
by each of a plurality of orthogonal codes generated by the base station, und the results of 
multiplication are checked for each of the orthogonal codes. Even when the plurality of 
orthogonal codes are contained in the alert signals, therefore, it is possible to check if 
particular orthogonal codes arc contained. 

According to the mobile communication method as described above, the results 
of multiplication of the same orthogonal codes assume particular value* and the result* of 
multiplication of different orthogonal codes assume a value of zero This makes it 
possible to detect the individual alert signals even when the plurality of alert signals are 
transmitted from a plurality of mobile terminals to the base station. 1 ' See, Esmaikmteh at 
column 4, lines 32-67. 
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The benefit by EsmadzQdeh m view of the capability uf always being able to 
detect each alert signal is thai a contenuon resolution pha.se is unnecessary prior to any 
implementation of step 1 105 of FIG i i of Esmudiadeh and step 1204 of FIG. |2 of 
Esmadzadeh Additionally, as illustrated in FIG. 12 of EsmailzQdeh, if no data packet* 
are received by the primary station during a step 1204 or if there are any error* in the 
received data packets as detected by the primary station during a step 1206, then 
Esmailzactth teaches a re-scheduhng by the primary station during a step 1205 or a step 
1207, respectively, that does not involve any transmission of alert signals by a secondary 
station during steps 1 105 and 1 106 shown in FIG. 1 1 of Esmudzadeh. 

Moreover, an incorporation of a contention resolution phase before step 1 105 of 
FIG 1 1 of Esmcukudeh and step 1204 uf FIG 12 of Esmaihadeh would cause a primary 
station to generate a contention data transmission schedule in response to the contention 
resolution alert signals Thus, the secondary stations would all have the initial data 
transmission schedule related to the initial alert signals and the contention data 
transmission schedule related to the contention resolution alert signals. As such, when 
implementing step 1 105, Esmadzadeh would have to device a scheme whereby each 
secondary station would have to know which of the data transmission schedules tu follow 
to avoid any collisions that would occur if secondary stations are following different data 
transmission schedules. This is noE efficient in view of the goals and objectives of 
Eymatlzadeh. 
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Thus, Esmuilzudeh. dearly fails 10 disclose and teaches away from any type of 
contention resolution alen signal(s) and response being communicated between the 
secondary station(s) and the primary station This is indisputable m view of the facts (1) 
that one of Exmaihadeh '$ objective is avoid collisions and the repeated transmissions of 
alerts Signals experienced by the prior an, and (2) any incorporation in Esimufzadeh u\ 
a contention resolution alert signal and response being communicated between the 
secondary station(s) and the primary station would change the principle operation of 
Es/natfzadeh directed to eliminating a ueed for a contention resolution phase by having 
the capability to detect each alert signal, which also makes a transmission of a random 
access channel status message from secondary stations unnecessary. 

Obviousness . To establish a prima fucie case of obviousness, three basic criteria 
must be met. First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the an, to 
modify the reference or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limitations. See, MPHP §2 143. 
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Furthermore, if the proposed modification or combination of the prior art would 
change the principle of operation of the prior an invention being modified, then the 
teachings of the references are not sufficient to render the claims pnmu facte obvious In 
re Rata, 270 f .2d 810, 123 USPQ 349 (CCPA 1959) (Clajms were direcred to an oil seal 
comprising a bore engaging portion with outwardly biased resilient spring fingers 
inserted in a resilient sealing member The primary reference rehed upon in a rejection 
based on a combination of references disclosed an oil seal wherein The bore engaging 
portion was reinforced by a cylindrical sheet metal casing. Patentee taught the device 
required rigidity for operation, whereas The claimed invention required resiliency The 
court reversed the rejection holding the "suggested combination of references would 
require a substantial reconstruction and redesign of the elements shown in [the primary 
reference] as well as a change in the basic principle under which the [primary reference] 
construction was designed to operate " 270 F 2d at 813, 123 USPQ at 352.) Sec, MPEP 
§2143 01 
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Claims 1.2. 3. 4. 9. II. and 12. The Appellant respectfully averts that is nu 
suggestion or motivation to modify Esmudzudeh in view oXKuntzrcikis as asserted by 
Examiner Barunyai to render obviuus the limitations of claims 1, 2, 3. 4, 9, 11 and 12, 
because Esmadzadeh teaches away from the following limitations of independent claims 
1,3, 9 and II: 

1 . " wherem the secondary station includes me^ns for subsequently 
transmuting a contention resolution signal encoded with a Secund 
signature ", and " wherein the primary station includes means for 
transmitting a further response to the contention resolution signal " as 
recited in independent claim I, 

2 . " mean* for transmitting a fu rther response to a subsequent 
contention resolution signal encoded with a second signature transmitted 
by the secondary station " as recited in independent claim 3; 

3. " means for receiving a response from the primary station and 
subsequently transmitting a contention .res o lution signal encoded w ith a 
second signature " as recited in independent claim 9; and 
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4 " The secondary station subsequently transmuting a cornermen 
resolution signal encoded wtih a second signature ", and " The primary 
station transmitting a further response to the contention resolution siunal " 
as recited in independent claim 1 J. 

Withdrawal of the rejection of claims 1, 2, 3, 4, 9, II axid 12 under 35 LLS C 
5103(a) as being unpatentable over EsmutlzcufcJi m view of Kamerakis is Therefore 
respectfully requested 



Chums 5 and 13 . The Appellant respectfully asserts that is no suggestion or 
motivation to modify Esmaihadeh in view ot Kanteraki* as asserted by Examiner 
Baranyui to render obvious the limitations of claims 5 and 13, because tsmailzadeh 
teaches away from the following limitations of claims 5 and 13: 

1, " means for transmitting the channel allocation signal at the same 
time as each of the responses " as recited in dependent claim 5; and 



2. vt rhe primary station transmitting the channel allocation siunal at 
the same time as each of the responses " as recited in dependent claim 13, 
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Withdrawal of the rejection of claims 5 and 13 under 35 U.S.C. § 103(a) as bemy 
unpatentable over Esmaibadeh in view of Kantarakm is therefore respectfully requested. 



Claims fa and 14 . Trie Appellant respectfully asserts tli4t is no suggestion, or 
motivation to modify Esmailzadeh in view of Kuateruhs as asserted by hxaminer 
Baranyai to render obvious the limitations of claims 6 and 14, because Esmailzmfch 
teaches away from the fullowing limitations of claims 6 and 14: 

i "meap$ for subdividing \X\§ channel allo<?»nion sigp^jmua 

plVfality Of pQfljiQflS" and " means for transmitting each uf the portions at 
the same time as a respective one of the responses " as recited in dependent 
claim 6, and 

2. " the primary station subdividing the channel allocution signaling 
into a plurality of pornons" and "the primary station transmitting each of 
the portions at the same rime as a respective one of the responses " us 
recited in dependent claim 14. 
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Withdrawal of The rejection of claims 6 and 14 under 35 U.S.C § 103(a) us being 
unpatentable over Esmadzadeh in view of Kaaierakix is therefore respectfully requested. 

Claims 7 and 15 . The Appellant respectfully asserts thai is no suggestion or 
motivation to modify Exmadzudeh in view of Kanttrakxs as asserted by Examiner 
Baranyai to render obvious the limitations of claims 7 and 15, because Esmadiadeh 
teaches away from the following limitations of claims 7 and 1 5: 

1 "means for including t he channel allocation signal as part of the or 
ea ch response " as recited m dependent claim 7; and 

2 " the primary stfltjo n including the allocation signaling as part of 
the or each response " as recited in dependent claim 15. 

Withdrawal of the rejection of claims 7 and 15 under 35 U.S.C. <§I 03(a) as being 
unpatentable over Esmatiiadeh in view of Kanterakis is therefore respectfully requested 
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Claims 8, 1Q and 16 The Appellant respectfully asserts that is no suggestion or 
motivation to modify Esmaiizadeh in view of Kanierakis and in further view of 
Gustufsson as asserted by Examiner Baranyai to render obvious the limitations of claims 
8, 10 and 16, because Esmaihadeh teaches away from the following limitations of claims 
8, 10 and 16: 

1. " means for transmitting a random access channel .status message 
indicating the highest data rate available on the random access channel " as 
recited in dependent claim 8; 

2 " means for receiving from the primary station a random access 
channel status message indicating the availability of random access 
channel resources " and " means for using the status message as a check on 
the channel allocation signal before initial transmission of data " as recited 
m dependent claim 10, and 
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the primary station transmitting a random access channel status 



message indicating the highest data rate available un the random acc ess 
channel " as recited in dependent claim 16 

Withdrawal of the rejection of claims 8, 10 and !6 under 35 U.S.C § 103(a) as 
being unpatentable over Esmaitzadth in view ofKamerokis and in further view of 
Gustajsson is therefore respectfully requested 
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